Patent Law - Winter 2004
Prof. MorrisPRIVATE 


Midterm 

PLEASE WRITE YOUR TICKET NUMBER AT THE TOP OFYOUR OWN PAPER/COMPUTER FILE NOW.

This sheet is yours to keep.  All your answers, both short answers and essay, must be included on what you hand in

(paper or email).


SHORT ANSWER QUESTIONS

1.
A patent claim that begins "In a ...., the improvement comprising ..." is called a ______ claim.



A. Dependent
B. Jepson

C. Markman
D. Markush

2.
A patent claim that includes the language "selected from the group consisting of ..."  recites a ______ group.



A. Dependent
B. Jepson

C. Markman
D. Markush

3. 
Which patent law issue is most likely to require you to know about the UCC (Uniform Commercial Code)?



A. 102(a) - Used by Others



B. 102(b) - On Sale Bar-offer for sale



C. 103(a) - Commercial success



D. 103(c) - Common Obligation of Assignment

4.
As a PATENT OWNER, you hope that, if your patent's validity is attacked, the statutory basis is:



A.  102(a)   B. 102(b)   C. 102(f)   D. 103

5.
The Examiner points out (with appropriate cites and language) that your application has claims to two different kinds of inventions.  In response, you file (pick the best answer):



A.  An Amendment




B.  A Petition



C.  A Continuation Application



D.  A Divisional Application

6.
What noun best describes the document from the Examiner in Question 5?



A.  Objection



B.  Rejection 



C.  Restriction Requirement



D.  Office Action

Reminder:  YOU keep this sheet, so please include your answers to questions 1 to 6 WITH your answer to the essay.


Safety Valve on the Essay

If you can not bring yourself to stop writing after disposing of 3 areas of inquiry, then BRIEFLY explain what else you wish you could write about.  This part of your answer must be no more than a few sentences.


(Essay Question on Other Side)


ESSAY

INDISPUTABLE FACTS
  1995
The Handbook of Widget Technology is published.

01/10/01
Our clients, X and Y, conceive their invention.

03/07/01
Z files a U.S. patent application.

08/23/02
Z's patent issues.  

10/18/02
Competitor W's ad for a widget appears on the web.

10/15/03
X and Y's U.S. filing date.  (We are the prosecutors.)

02/27/04
The Examiner rejects all of the XY claims as obvious over the W ad in light of the Handbook and the Z patent.

The XY application claims a widget comprising A, B, C and D.

The W ad shows a widget having parts A, B and E.

The Handbook (H) says:  "Fifty years ago widget makers used a combination of C and Q to do what we do today just with E."  

The Z patent discloses that, for most uses of Q (a mechanical part), D, a software-controlled part, is just as good.

We must respond to the rejection, but we do not plan to amend any claims in our response.

We believe that the XY claims read on competitor K's widgets. 


A.
Your task is to determine what else we need to consider or learn, so that we can overcome this rejection and obtain a patent that is as solid as possible. 


As in the torts example in the Skeletal Memo, you are to write some questions, grouped by subject.  They should concern 102 and 103 issues ONLY.  Please write three (3) logically-related sets of questions, appropriately labeled.  (A question set might have only one question, but usually it will have more than one.)  Follow each question set with an explanation of why the answer(s) will matter ON THESE FACTS.  A group of logically-related questions that has relevance to more than one legal issue counts as ONE set.  The explanation following that group of questions can (should) have subheadings to indicate the different issues that turn on the answers to the questions.


B.
Remember: 102 and 103 ONLY.  Please do NOT spend time on any other issues, nor on aspects of 102 and 103 outside our curriculum, no matter how important you think those issues may be. 


C.
Facts may be cited by line number.   Use citations and quotations, whether of facts or law, to SAVE time and space, not to waste them.  


D.
A claim chart and/or chronology can be included anywhere (or nowhere) in your answer.


REMINDERS


E.
Please assume that everyone has acted intelligently and honestly. 


F.
Questions for whom?  Anyone.  Maybe we can answer them by inspection of documents or legal research; maybe we have to meet with X and Y.  
G.
Where can you use terms of art?  NOT in the questions.  YES in the explanations.  MAYBE in the labels and subheadings.


H.
Before handing in your paper, please arrange the pages so that the areas of inquiry are addressed in order of importance.

YOUR OUTLINE:  USE IT. DON'T REPRODUCE IT.
 40303.1141 rjm


