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School of Law
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Prof. Roberta J. Morris
May 2, 2007






Five questions

Time: 4 hours






Open Book

INSTRUCTIONS

1. This is a four-hour in-class exam.  It is open-book.  In answering the questions, you may consult any written or printed materials that you have brought into the examination room, but you may not open any electronic documents or materials accessed over the Internet during the exam.

2. There are five questions.   They begin on page 3.  You must complete all the questions.  
Please begin each question on a new page.  The relative point values (also shown on the question sheets) are: 1=15, 2=25, 3=20, 4=15, 5=25. 

The point values reflect my view of how difficult the questions are, and how much time you need to think them through.  The point values do not necessarily indicate how many pages you should write, nor how much of the semester's curriculum the questions cover.
3. If you type your answer, please double-space.  If you write, please write on every other blue-book page and every other line.

4. Please write at the end of your examination the following statement:  “I acknowledge and accept the Honor Code.”  Sign (or type) your examination number (not your name).

5. Unless your test paper is turned in promptly at the end of the examination period, collectors will be required to report your examination as being late.  The decision whether to accept late examinations will be dependent on faculty action.

Good luck!
REMINDERS FROM EMAIL AND SAMPLE EXAMSPRIVATE 


Please start each question on a new page.  


Answer with what you think is most important.  What jumps off the page at you on first reading is probably key.   What you notice on a second reading ten minutes later is also probably important.  That means:  RE-READ THE QUESTION OFTEN.


Not every issue or problem is in the exam.  Please do NOT make a right answer wrong by telling me about matters irrelevant on the given facts, no matter how tempted you are to show how thoroughly you have prepared or to discuss a favorite issue.


Please DO:


- use sentence numbers as shorthand;


- use short names of cases to reference legal ideas;


- use section numbers for statutes: you can omit 35 USC, 17 USC and Lanham (and don't bother to give parallel 15 USC cites to Lanham) unless the context requires the title number for clarity;


- use labels, headings, underlines, etc. to help me know quickly what your point is.


Please DON'T: fight the hypothetical, display anti-client bias, parade your outline, waste time on trivia, or [MOST IMPORTANTLY], forget to tie the legal issues to the FACTS.


If you find an ambiguity in the questions or instructions, state what it is, state how you choose to resolve it, and MOVE ON. (If the question is rendered trivial by your resolution, however, please think again.)  Please do not revisit your uncertainty once you have made a reasonable decision.  Move on. 


If you create facts in order to answer a question, you may number them for ease of reference.  Use patent figure numbering conventions:  ordinality matters less than identification.  That means you can add a fact between your previously numbered facts 5 and 6 and call the new one 54 or 105, without having to change any already-written cross-references.


The legal universe for this exam consists only of this course.  Please do not employ any outside knowledge of the subject matter involved.


PLEASE PROOFREAD YOUR WORK.

REMINDER:  Use your outline but do not reproduce it.  Instead, please think about the facts.  Believe what you are told.  Do not  fight the hypothetical, but do not jump to conclusions, either.  THINK.  THINK SOME MORE.  RE-READ THE QUESTION PERIODICALLY.  


I know you know.  Give me evidence for the skeptics.
Question 1 (15 points)

(36 minutes, if you use all 4 hours)

FACTS

1. Our clients, Wash and Wear ("W&W") have invented a new resin for treating cotton cloth so that it stays wrinkle-free for at least 2000 washings.

2. If the word "resin" does not otherwise mean anything to you, think of it as a chemical with good sticking properties.

3. In the spring of 2003, W&W saw an ad for shirts guaranteed to stay wrinkle-free for 75 washings.

4. W&W immediately began working on a resin that would outperform the one used in the advertised shirts.

5. By August 2003 they were making garments from cloth treated with their new resin.

6. As far as W&W know, the only company anywhere in the world that makes the 75-washing resin is Flat Surface ("F").

7. To date, no company guarantees any clothing or cloth against wrinkles if washed more than 75 times.

8. F has kept both its resin, and its method of treating cloth with it, a trade secret.

9. Cloth manufacturers have used resins for 100 years.

10. In 2005, a blogging chemistry grad student ("B") posted her chemical analysis of F's resin on the web.

11. W&W ask us to file a patent application on one or more of: the resin (R), the method of treating cloth (M), and the cloth after treatment (C).

INSTRUCTIONS

12. Please focus ONLY on W&W's patent application. Please do not address any other matters.  Other lawyers can work on them.

13. In addition, please do not worry about actual prosecution:  someone else will draft the claims.

14. Please identify what to ask W&W when we meet with them.  Please structure your answer by area of inquiry.  For each such area, please:



A. write a question or set of related questions or follow-up questions ("question/set");



B. indicate which of the inventions is or are involved:  resin ("R"), method ("M") and/or cloth ("C").  This may be obvious from your discussion, but the visual cue will help us both; and

C. follow each question/set with a discussion of why the 
answer(s) matter.  If you are unsure of some point of law that you think may be crucial, indicate what it is as succinctly as possible, and move on.

15. Please make sure your questions are non-conclusory.  They should seek FACTS, not legal contentions or conclusions.

16. Please use headings and labels for the specific area of inquiry of a single question/set, as well as for topics common to several question/sets, and for any subtopics within a discussion.

17. Remember that everyone mentioned in the FACTS is honorable and decent, though possibly ignorant of patent law.

18. I expect about 3 to 5 areas of inquiry.  Less than 3 is probably not enough, but quitting after 36 minutes or 5 areas of inquiry, whichever comes first, is fine.
//

QUESTION 2 (25 points)

(1 hour, if you use all 4 hours)

FACTS

1. Albert Ida (AI), a knowledgable and successful patent lawyer recently turned entrepreneur, believes he has designed around the 234 patent of Pam Oscar (PO).  

2. The design-around is based on the fact that claim 1 (from which all other claims depend) requires that two parts of the device be "connected by a jidgerblid."

3. Jidgerblid ("J") is a word that is well understood by those in the art to which the invention pertains (let's call it the mystery art, "M").

{True, jidgerblid is a nonsense word I made up.  But for the exam, believe Fact 3.  I personally see a jidgerblid as a kind of bridge used by artisans of M.}

INSTRUCTIONS

4. This is a "write a great hypothetical question" question.  Your mission is to compose short pieces of text (we'll call them passages) from various documents (we'll call them the sources) that bear on whether or not AI infringes.

5. What is the design-around ("DA")?  That is yours to create, too.  Inevitably, passage-writing and design-creating will be intertwined.  Just start, and it will be easier than it may seem in the abstract.

6. Different passages may address different aspects of the DA, but should not require you to contradict other things about the DA you already wrote.  For example, if you decide that, in addressing the first passage, the DA is more [whatever] than the 234 device, stick with that decision, and avoid needing the DA to be much less [the same whatever] elsewhere.

7. For each passage, please:


A.  present the language you have composed,



B.  identify its source with a citation (not blue book, just comprehensible),



C.  describe, in a phrase or two, those aspects of the design-around relevant to the passage, and
D.  discuss the significance of your imaginings.

8. Please do not make the passages taken as a whole too perfect for either side.  Your arguments should be reasonable, not slam-dunks, so that you can show your appreciation of the nuances.

9. Please concern yourself with INFRINGEMENT only.  
10. Safety valve:  If, on THESE facts, you are troubled by issues other than infringement, please write in a short statement labeled "POSSIBLY NEEDLESS WORRIES ABOUT OTHER ISSUES."  (That is, you need not mention other issues at all, but I want to help you dispose of anything that, on these facts, is really bothering you.)

11. Please vary your sources.  No more than 2 passages should be from the same source.  Write 4 to 6 passages total.
12. Please BEGIN your answer by identifying:

(a) who has the better position, AI or PO, and 

(b) the sources for your passages.
//

Question 3 (20 points)

(48 minutes, if you use all 4 hours)

FACTS

1. Famous Person ("F") has kept a password-protected blog for the last 5 years.   

2. F has given the password to past and present colleagues.

3. F has kept the same password for the whole time.

4. Jaundiced View ("J"), a long-time critic of F, is interviewed by a writer for Serious Business ("S"), a magazine.

5. J tells the interviewer about F's blog and provides printouts of some entries.

6. S publishes word-for-word excerpts of 3 blog entries.

7. These blog entries are included as a side bar* to an article that is largely about J and the field of endeavor in which F attained fame.

8. F wants to sue both J and S.

INSTRUCTIONS

9. Explore the relative strengths of the positions of F, J and S by speculating about LIKELY additional facts. 

10. Please do not hypothesize facts that assume away important issues.  Add to the given facts to make the problem more challenging, but yet not impossible.

11. Try not to waste time writing phrases like "I would want to know if..."  Just write "If ______, then _______. If not, then _________."

12. You may structure the body of your answer however you like.  As usual, please use helpful labels and headings, and number your facts for identification purposes if you wish.

13. Your last sentence should be "I would therefore prefer to represent ____."  Needless to say, the rest of your answer should support this statement.
//

_ _ _ _ _ _ _
*

PRIVATE 
A side bar is a separate box, often with a colored background, that is a self-contained companion item to a news or magazine article.
14. 1
Question 4 (15 points)

(36 minutes, if you use all 4 hours)

FACTS

1. The Daily Show ("D") (yes, please think of the real one, with Jon Stewart) sues a new show (I made this part up) called The Nightly Show ("N") for trademark and trade dress infringement.

2. D's trademark, registered in 1998, is simply the words "The Daily Show."  [Disclaimer: this is not precisely true about the real The Daily Show, but it makes a better question.  Please believe it for purposes of the exam. -RJM]

3. D's attorneys did NOT violate Rule 11, F.R.Civ.P., when they filed suit against N.

4. N consulted competent counsel before broadcasting its first show.  

INSTRUCTIONS

5. In your answer, please create facts that



A. specify what D claims as its trade dress.  If you are not sufficiently familiar with the real show, you may use some other show with which you are more comfortable (naming it, so that I can envision it, too), or you may make things up for an imaginary show that resembles what you think the Daily Show is like; 


B.  identify relevant differences between D and N; and


C.  help the parties with any needed proofs.
6. Facts 3 and 4 mean that the facts you write for Instruction 5 should not be SO good for one side that the question becomes uninteresting.

7. Discuss the issues presented by your and my facts.  (I expect you to have about 3 to 5 major topics for legal discussion.)

8. You can present all your facts together, or write some facts and discuss them, and then write more facts and discuss them.  Do whichever works better for you, but PLEASE use labels, and fact numbers as needed, to help me follow your thinking.  
//
QUESTION 5 (25 points)

(1 hour, if you use all 4 hours)

1. Hekerth & Anderlund ("H&A") want to start a website that automatically reformats complex legal language into something skimmable and useful.

2. The users would be lawyers, law students, scholars, business people, and anyone else interested in statues, regulations, patent claims and other public domain material that is not easy to read in traditional block format.

3. Users of the site would type in things like "15 USC 1125" or "4,354,125 claim 1" and immediately see the text in a readable version.

4. H&A aren't sure how to make money from this idea.

5. They are thinking about a combination of subscription and per-use fees, with a sliding scale annual fee (0 for students and scholars, $100 for law firms with 10 or less attorneys, and so on up to $10,000 for firms with more than 500 attorneys, and/or a per-100-word text charge (10 cents for students, up to several dollars for law firms and corporations).

6. H&A would like to brainstorm with you concerning:


(a) how best to make money from this idea, for at least a few years; 

(b) how to protect themselves against possible copycat sites; and 



(c) what other problems they might encounter. 

INSTRUCTIONS

7. Please sketch out problems, solutions and possibilities for an upcoming meeting with H&A.  As usual, please confine your answer to concepts you learned about in this course.

8. "Sketch out" means just toss out an idea, amplify it in a paragraph, and go on to the next idea.  Your answer should show thought, but be more of a preliminary tussle with, rather than a wrestling to the ground of, thorny issues.

9. About 4 to 6 issues should be enough.  Label them, of course.  Please don't be afraid to have more than 6 main labels.  It would be far worse to bury a different idea in a poorly organized paragraph than to have 10 well-labeled sections.  
//

END OF EXAMINATION
Please remember to write, "I acknowledge and accept the Honor Code" and sign (or type) your examination number.
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